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KEY CONCEPTS AND DEFINITIONS 
introduced during the Toy Industry Association webinar 

 Industry Update on Anti-Counterfeiting:  What Toy Companies Need to Know 

KEY CONCEPTS DEFINITIONS 
  
Counterfeit Mark  

 Trademark  
 

A “counterfeit mark” is one that is “identical with or substantially indistinguishable 
from” a mark in use and registered on the Principal Register of the US Patent and 
Trademark Office (USPTO) for the same goods to which the alleged infringer 
applied the mark. See Trademark Counterfeiting Act of 1984. 
 
Note that the definition of “counterfeit mark” excludes a mark used on goods if 
the manufacturer was authorized at the time of production to use the mark, so 
brand owners are excluded from using the provisions of the Act to enforce 
trademark rights against parallel imports or gray market goods. 
 
In addition to civil remedies, federal law provides a range of criminal penalties for 
the intentional infringement and counterfeiting of federally registered trademarks. 
For example, the Act provides up to 10 years of federal imprisonment and up to a 
$2 million fine, or twice the gross gain or gross loss, against a defendant who 
“intentionally traffics or attempts to traffic in goods or services and knowingly  
uses a counterfeit mark on or in connection with such goods or services.  
See 18 U.S.C. § 2320(a). 
 

Piracy  

 Copyright 
 

Piracy, in this context, refers to the intentional theft, reproduction or distribution 
of a copyright owner’s content, music, film, software or other multimedia works. 
 
In addition to civil remedies, copyright infringement is a felony punishable by  
up to three years’ imprisonment and a $250,000 fine when the defendant willfully 
reproduces or distributes at least one or more copies of phonorecords or one or 
more copyrighted works with a total retail value of more than $2,500 within a  
180-day period. The maximum penalty is increased up to five years of 
imprisonment if the defendant acted for commercial advantage or for private 
financial gain. Misdemeanor copyright infringement with imprisonment less than  
one year can occur here the value of the copyrighted work exceeds $1,000 but is 
equal to or less than $2,500. See 17 U.S.C. § 506 and 18 U.S.C. § 2319. 
 

Gray Market Goods 

 

Gray market goods (or parallel imports) are goods that are genuine in, and 
directed towards, other jurisdictions but unauthorized in the United States.   
These are not included in the definition of counterfeits. Brand owners, however, 
may still pursue gray marketers for infringement under other provisions of the 
Lanham Act and various other statutes. 
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Knock offs 

 

Cheap and substandard imitations of a product that often mimic the design of the 
original genuine product, but do not necessarily bear the same brand or trademark 
as the original genuine product.  
 

Bad-Faith Trademark 
Filings 

 

Bad faith or name squatter trademark filings are those filed by entities other than 
the actual brand owner that seek to cover the brand or trademark that the brand 
owner currently uses but has not registered.  This happens frequently in foreign 
“first-to-file” jurisdictions such as China.  See “First-to-File” concept below. 
 

Rogue Websites 
 

These are websites that mimic the look and feel of major brand websites in order 
to confuse consumers or to provide counterfeit or substandard imitations of 
popular products that consumers look to purchase online.    
 
Rogue websites are often located outside the U.S., beyond the reach of U.S. law 
enforcement agencies.  In 2011, certain members of Congress proposed legislation 
(i.e. SOPA and PIPA) authorizing U.S. federal courts to direct the suspension of 
services (payment processing, advertisements and linking) to rogue sites.   
 
Note, however, this proposed legislation met stiff resistance from a number of 
stakeholders, including internet and ecommerce companies, and the legislation  
did not pass. 
 

“First-to-File” 

 

Most countries around the world follow a “first-to-file” rule for obtaining 
trademark rights. This means that generally the person who files their trademark 
application first is entitled to register the trademark. In the U.S., the person who 
uses the trademark first is entitled to register, while for example in China, prior  
use of a mark provides little or no protection.  
 
As a result, we strongly advise that you file applications for trademarks as early  
as possible, and preferably well before you enter foreign markets or manufacture 
abroad. The failure to file early leaves the door open to other entities to file  
before you do.  
 
In some cases, we have seen failure to file first lead to the exclusion of a brand 
owner’s products from entry to the Chinese market because of pre-existing 
registrations. There are many examples of cases where trademark counterfeiters 
obtained registrations before the true brand owner and threatened infringement 
actions against distributors of legitimate products. In these cases, the brand owner 
is often forced by market realities to pay significant compensation to counter-
feiters or name squatters to procure the assignment of trademark registrations. 
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