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Objective 

 

During this one-hour webinar – part of an ongoing series of TIA education 
updates – toy industry stakeholders will gain a deeper understanding of 
complex anti-counterfeiting laws; the U.S. government’s role in combating 
counterfeiting; and suggested measures and tools to protect individual 
brands. 

 

Our guest presenter is Justin Pierce, a partner and 
intellectual property protection expert from the 
law firm Venable LLP.   

 

http://www.venable.com/�


August 21, 2012 
Slide 3 

Presenter 

Justin Pierce 

Partner, Venable LLP 

 
A seasoned anti-counterfeiting and brand protection professional who 
provides strategic counsel to clients facing intellectual property theft issues. 
 

Former global head of trademarks and brand protection at Sony Ericsson, 
where he developed and managed global brand protection programs. 
 

Currently represents clients in a variety of industries, including apparel, 
computers, consumer electronics, cosmetics, entertainment, fashion, 
footwear, media, semiconductors and toys.  
 

Mr. Pierce’s full bio is shown in the “Handouts” menu 

JPierce@Venable.com 
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Overview of Today’s Presentation 

 This webinar will consist of two parts: 

– Part One … 40 minutes  

Mr. Pierce’s presentation on best practices for protecting  

toy brands against counterfeiters    
 

– Part Two … 20 minutes  

Question and answer period 
 

 NOTE:  Questions may be submitted throughout the session via the 

Question/Answer component of LiveMeeting 
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Continuing Legal Education Credit 

 This activity has been approved for Minimum Continuing Legal 
Education credit by the State Bar of California in the amount of  
1.0  hours, of which 1.0 hours applies to general credit, and by the  
State Bar of New York in the amount of 1.0 credit hours, of which  
1.0 credit hours can be applied toward the Areas of Professional 
Practice requirement.   

 Venable certifies this activity conforms to the standards for approved 
education activities prescribed by the rules and regulations of the  
State Bar of California and State Bar of New York, which govern 
minimum continuing legal education. Venable is a State Bar of  
California and State Bar of New York approved MCLE provider.  

 This program is appropriate for both experienced and newly admitted 
attorneys. 

Download the  

CLE Request for 

Certification  

and the  

Course Evaluation 

from  the  

“Handouts” menu 
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How to Protect Your Brand Against Counterfeiters: 
 

Best Practices for Toy and Game Companies 

Justin Pierce, Venable LLP 



 
Agenda 

 The Problem of Counterfeiting 

 Significance for Toy and Game Makers 

 Key Concepts and Definitions (see handout) 

 Best Practices 

 Conclusion 

 Q & A 
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Estimates of global counterfeit sales range  

from $200 Billion to $600 Billion per year 

(between 2.5% and 7% of all world trade) 
     SOURCE:  IACC 
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The Global Counterfeiting Problem 



The Global Counterfeiting Problem 

– In 2011, there were nearly 25,000 intellectual property rights 
seizures with a domestic value of nearly $180 million and an MSRP 
value of $1.1 billion.  

– China was the largest source country for counterfeits, comprising 
the majority (62%) of the total domestic value of seizures.  

– Toys and electronic games were among the top ten of 
commodities seized, comprising 4% of the total of the  
seizures and nearly $27 million in MSRP value.  

© 2012 Venable LLP 

According to  
U.S. Customs and Border Protection  
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 Estimates of the retail value of the global counterfeit market  

for toys and games range from $30 to $40 billion. 

 

 Counterfeiting has devastating effects on toy and game  

companies due to: 

 (1) loss in sales of authentic goods 

 (2) loss in market share and profit margin 

 (3) safety and health risks posed to consumers 

 (4) liability claims 

 (5) loss of reputation, brand value 

The Significance of Anti-Counterfeiting and 
Brand Protection for Toy/Game Makers 
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 Given the ease of distributing counterfeits online, any company 

with a well-known brand or popular toy or game should assume 

that its brand or toy or game is already being counterfeited. 

 

 Companies with a global footprint and distribution channels in 

different countries with different pricing, should assume that 

various entities are working to take their profit margin through 

gray markets and product diversion. 

The Significance of Anti-Counterfeiting and 
Brand Protection for Toy/Game Makers 



Key Concepts & Definitions 

 Counterfeiting (Trademark and Trade Dress) 

 Piracy (Copyright) 

 Gray Market Goods 

 Knock offs 

 Bad-Faith Trademark Filings 

 Rogue Websites 

 “First-to-File” 
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Best Practices 

 There are steps you can take to reduce the 

impact of counterfeiting.   

 There is no “one size fits all” approach, but toy 

and game companies can better protect their 

brands by incorporating the following best 

practices in their anti-counterfeiting and brand 

protection program. 
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Conduct an  
Internal Brand Protection Audit 

 Take inventory of your IP, and the things that make 

you and your products special. Examine your business 

to see what might be eligible for patent, trademark, 

copyright or trade dress status.   

 Work with competent brand protection counsel to 

assess how well your key brands and products are 

secured in terms of legal protection, security 

measures, supply chain and distribution processes.   
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Register Key Trademarks (Brands) 

 Register key trademarks and brand rights in countries 

where your products are sold (or will be sold), and 

wherever your products are manufactured or 

assembled.   

 Only 15% of small businesses that conduct business 

overseas know that they need to file for IP protection 

abroad. (stopfakes.gov) 

 Generally, successful anti-counterfeiting enforcement 

is based upon registered trademark rights. 
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Record Key Trademark  
and IP Rights with Customs 

 Once you have registered a 
trademark or copyright, 
record your registration with 
U.S. Customs and Border 
Protection, which allows them 
to identify, seize and destroy, 
infringing materials.  
 
 Consider recording key IP 

rights with customs agencies 
in countries abroad where 
you sell or manufacture.   
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Actively Work with US Customs 

 Provide the CBP with information on known or 

suspected distribution or import of counterfeits of 

your toys or games.  

 Regularly provide the CBP with updated product 

identification manuals and arrange for training sessions 

to educate inspectors on how to discern counterfeits 

from your authentic goods.   

 This helps to establish a relationship with U.S. Customs 

and helps ensure that they work to help you. 
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Monitor How Your Brands  
and Products Are Used Downstream 

 Monitor distributors use of your brands and products 

and periodically inspect your distribution channels to 

the extent that you do not sell directly to consumers.   

 To the extent appropriate, work with counsel to ensure 

contracts with distributors include channel control and 

audit provisions. 

 Consider using investigators to give you a clearer 

picture of how your brands and products are actually 

being used. 
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Monitor Online Distribution of 
Counterfeits of Your Toys and Games 

 Police the Internet and online marketplaces for sale of 

counterfeit goods. Make full and regular use of the 

procedures offered by e-commerce sites and online 

marketplaces to de-list or take down infringing listings 

or websites. 

 Consider using online brand and trademark monitoring 

services.  These services automate online brand 

monitoring and can help identify higher priority targets 

for your counsel to focus efforts upon. 
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Example:  Dream Lites – Pillow Pets 
Distribution of Counterfeits on an Ecommerce Platform 
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Consider Implementing  
Anti-counterfeiting Technology 
 Consider selection and use of anti-

counterfeiting technology for high-
demand or popular products. 

 Be sure that it is  

– (a) appropriate for your  
product and business model 
(e.g., radio-frequency ID tags, 
holograms, taggants or covert 
markings); and  

– (b) not hard to use for product 
authentication. 
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Conduct Internal Training 

 Educate employees and sales team about how 

important IP is to the company’s success. Provide 

training to employees and sales forces to help 

them better recognize and respond to 

counterfeiting issues. 

 Establish an internal hotline for employee, sales 

or internal stakeholder questions, concerns and 

requests for authentication.  
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Engage Distributors and Consumers  

 Establish a hotline or email address for customers and 

distributors to report counterfeits or fakes. 

 Consider providing a section on your site that provides 

information on authorized sellers as well as known 

sites/sellers of counterfeits of your product. 

 Consider developing, or encouraging the development 

of, short videos that show the difference between real 

and counterfeit versions of your products.   

See, e.g., 

http://www.youtube.com/watch?v=zoE4sbJMMFU. 
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http://www.youtube.com/watch?v=zoE4sbJMMFU�


Example of Consumer Engagement 
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Work with Experienced Investigators 

 Seek out and hire experienced investigators to build 

enforceable cases against networks that counterfeit or 

distribute counterfeits of your products.   

 China, Hong Kong and India are significant sources of 

counterfeit products, so to the extent that you want to 

take action against counterfeiting of your products on 

in those or other countries, it is important for you to 

hire capable and trustworthy investigators with 

experience in those countries. 
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Work with Experienced 
Brand Protection Counsel 

 Select legal counsel with international and U.S. brand 

protection experience.  

 Be sure that they are experienced in the handling and 

management of intellectual property enforcement 

programs that reduce the impact of counterfeiting, 

product diversion, piracy or other infringing activities. 
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Question and Answer Period 
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Question and Answer Period 

Please keep all questions general … details about specific issues will not be addressed. 
 

To communicate with the webinar moderator at any time during this session,  
please select either of the following options: 

– Send a question using the “Q&A” drop down menu near the middle of the LiveMeeting 
navigation bar 

– Start a private chat by double-clicking on “Stacy Leistner – TIA Moderator”  
in the list of participants under the “Attendees” drop-down menu 
 

To submit a question for review during the open dialogue, use the “Q&A” drop down menu 
near the middle of the LiveMeeting navigation bar 
 

Download a copy of the presentation slides from the “Handouts” drop down menu (the 
graphic looks like three sheets of stacked papers) on the right-hand side of the LiveMeeting 
navigation bar 
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Resources 

 www.toyassociation.org  
– Education and Training Services   

– The Toy Biz (research, reports and statistics) 

– Press Room (news items on standards, legislation and more) 

– Members Only Bulletins (Legislative, Safety, etc.) 
 

 

 www.ToyInfo.org 
– Consumer-facing website 

http://www.toyassociation.org/�
http://www.toyinfo.org/�


Thank you for participating! 

For more information on the topics covered in this session, please contact 
Justin Pierce at jpierce@venable.com. 
 
For more information in TIA’s education programs, please visit: 
education.toyassociation.org 

 

mailto:jpierce@Venable.com�
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